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Sir: 
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REMARKS 

Applicants hereby request a Pre- Appeal Brief Review (hereinafter "Request") of 
the claims presented as of the Final Office Action mailed August 5, 2005. The Request is 
provided herewith in accordance with the rules set out in the OG dated July 12, 2005. 

A pre- appeal brief review is needed because the rejections are clearly in error and 
will be overturned on appeal. The examiner rejects claims 1-32 and 34-42 under 35 
U.S.C. § 102(e) as anticipated by Welter et al., Testing Web Sites, U.S. Patent 6,63 1,408 
(Oct. 7, 2003). 

Claim 1 recites: 

A computer implemented method of identifying web sites, 
comprising: 

identifying at least one functional characteristic to be 

tested; 

retrieving content for a web site; 

testing the content of the web site for a presence of the at 
least one functional characteristic, and 

storing results of the testing of the content of the web site. 

Welter does not anticipate claim 1 because Welter clearly does not show 
identifying and testing for the presence of "functional characteristics," as claimed. The 
examiner asserts otherwise, citing various portions of Welter. As shown in the previous 
response to office action, the examiner's assertions regarding what Welter shows vis-a- 
vis claim 1 are incorrect. 

In the final office action of August 5, 2005, the examiner mischaracterized the 
definition of "functional characteristics" and mischaracterized Welter vis-a-vis claim 1. 
The term "functional characteristic" as defined in the specification and as used in the 
claims is not disclosed nor suggested by Welter. 

Applicants are entitled to be their own lexicographers such that claim terms are 
defined by the specification, see MPEP § 21 1 1.01 and In re Paulsen, 30 F.3d 1475, 1480 
(Fed. Cir. 1994). Applicants have clearly defined the term "functional characteristic" as 
follows: 

By "functional characteristics" what is meant is the functions 
supported by the web site that require functions to be enabled by 
user client devices in order to output the content of the web site on 
the client device and/or receive input from the client devices 
directed to the web site. These functions may be provided through 
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the computer code of the web site, plugin modules used by the web 
site, third party web sites, applications resident on client devices, 
and the like. 

Specification, p. 10, 11. 11-20. 

The examiner states that "the phrase 'functional characteristic * apparently, has 
several loosely defined terms." However, the examiner's assertion is clearly incorrect. 
The specification clearly defines what is meant by the term "functional characteristic." 
The term means "the functions supported by the web site that require functions to be 
enabled by user client devices in order to output the content of the web site on the client 
device and/or receive input from the client devices directed to the web site." Given that 
the term "functional characteristic" has been clearly defined in the specification, this 
definition is imparted to the term as it is used in the claim. In re Paulsen, 30 F.3d 1475, 
1480 (Fed. Cir. 1994). 

Welter simply does not show or suggest identifying or testing functional 
characteristics in the manner claimed. The examiner asserts otherwise, stating that a 
functional characteristic may be a source code of a web browser (e.g. HTML) for a web 
page. The examiner appears to support this assertion with the statement that "Examiner 
refutes this statement as inherent considering the nature of detail and preciseness of 
program code to properly execute a plurality of events." However, a source code of a 
web browser for a web page is not a functional characteristic. A source code merely 
provides the language for carrying out an instruction. A source code for a web browser is 
not, itself, "the functions supported by the web site that require functions to be enabled 
by user client devices in order to output the content of the web site on the client device 
and/or receive input from the client devices directed to the web site. " The examiner's 
statement regarding inherency is both misplaced and incorrect. The nature of detail and 
preciseness of a program code is irrelevant to whether the code forms a functional 
characteristic. Furthermore, in order for a reference to inherently show a claim element 
the claim element at issue must necessarily be present, not just possibly present or even 
probably present. Welter does not necessarily show this connection, so Welter does not 
inherently show it. 

The examiner also states that "the point of the individual or user act of signing in 
the computer device by computer via a password (column 6, lines 25-31) to initiate the 
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test" shows initiating a search. Signing into a computer does not necessarily initiate a 
search for functional characteristics. A user does not necessarily sign in to perform a 
search. Therefore, Welter does not inherently show or suggest the features of claim 1 . 

In addition, the examiner appears to state that an error report, as shown in Welter 
is a functional characteristic. An error report is not a functional characteristic, as 
claimed, because an error report does not reflect "the functions supported by the web site 
that require functions to be enabled by user client devices in order to output the content 
of the web site on the client device and/or receive input from the client devices directed to 
the web site. " Even if an error report could be directed to errors in a functional 
characteristic, the error report is not necessarily a functional characteristic. Thus, Welter 
does not show the features of claim 1. Because Welter does not show the features of 
claim 1, Welter does not anticipate claim 1. The remaining claims all contain features 
relating to functional characteristics. Thus, the remaining claims should be allowable at 
least for the reasons described above. 

In addition, the examiner states that, "since a line of code is a functional 
characteristic, applicants have admitted the disclosure of the prior art." This statement is 
wholly incorrect. As shown above, a line of code is not a functional characteristic even if 
a line of code might be used to implement a functional characteristic. Applicants' 
relevant statement appears to be as follows: "Welter describes a method for testing 
HTML code for errors." This sentence does not concede that Welter shows testing 
functional characteristics. Rather, the sentence states that Welter describes a method for 
testing HTML code for errors. Applicants already stated, and state again, that testing 
HTML code for errors is not identifying or testing for the presence of "functional 
characteristics," as claimed. Accordingly, Welter does not anticipate claim 1 or render 
claim 1 obvious. 

The obviousness rejections all rely on the same flawed interpretation of Welter. 
In view of the fact that Scarlat does not cure the lack of disclosure in Welter regarding 
"functional characteristics," the examiner has failed to state a prima facie obviousness 
rejection of the claims. Similarly, no suggestion exists in either reference to add these 
features to the references. Thus, the claims are also non-obvious in view of the 
references when the references are considered as a whole. 



Page 4 of 5 
Aupperle et al. - 09/938,966 



Because the examiner's statements with regard to the meaning of "functional 
characteristics" are clearly incorrect and because the examiner's characterization of the 
term vis-a-vis Welter and claim 1 is clearly incorrect, a pre-appeal brief review is 



It is respectfully urged that the subject application is patentable over Welter and 
Scarlat and is now in condition for allowance. The Pre- Appeal Brief Conference Panel is 
invited to call the undersigned at the below-listed telephone number if in the opinion of 
the Panel such a telephone conference would expedite or aid the prosecution and 
examination of this application. 

DATE: October 19. 2005 Respectfully submitted, 



necessary. 




TheodorMD. Fay III 
Reg. No. 48,504 
Yee & Associates, P.C. 



P.O. Box 802333 
Dallas, TX 75380 
(972) 385-8777 



Attorney for Applicants 
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